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III. Remarks Concerning tbe Claim Amendments 

Claims 1-16 remain pending in the application. Claim 1 is cure?: rtly amended. 
Claims 4, 7 and 8 were previously amended in Applicant's first Response t< • >(Ece Action. 

Claim 1 has been amended to claim that the plate coaling materia . is nickel, as 
discussed in the declaration. ThJs amendment does not mean that other \\\ cries of plate 
coating materials containing nickel are not also effective in the disclosed arocess. The 
applicant reserves the right to present proof or effective results will* ulbci j.latc uuatiog 
materials containing niokeL This amendment makes the claims commensui-. *is in scope to 
the infonnatinn and arguments presented both previously and presently. 
IV, Response to Examiner's Section 103(a) Rejections 
To establish a prima facie case of obviousness, [1] there must be som i: suggestion or 
motivation to modify the reference or combine the reference teachings; [2 here must be 
some reasonable expectation of success; and [3] the prior art must teach or ■ u< jgest all the 
claim, limitations. MPEP § 706.02(j). 

There is no suggestion or motivation to modify or combine the t€;: brings of the 
Watson et al. patent (US 6,073,648) (hereinafter "Watson") and the Oshiina e l iL patent (US 
4,889,602) (hereinafter "Oshima 91 ). Watson teaches that "noble metals inch ;i : .;old, silver, 
platinum, paUadium and alloys of these metals." Column 2, lines 32 & 33. F:i tlier, Waison 
teaches that in some "particular applications, mctalg such as tin, ztoo, niobiurT <r cohimbium 
and the like behave as noble metals and Pre ncrordmgly considered a noble v ictal herein." 
Column 2, lines 35-38. This presentation appears to leave the scope of what iv ay be a noble 
metal open to vary. 
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But, the prior teaching of Oshima, of applying an undercoat of n ckel alloy, is 
specifically addressed in Watson, in column 3, lines 4 & 5. Watson teach h that such a 
coating is considered a substrate that must be protected by a noble-metal .1 yer, which is 
subsequently covered by a ceramic layer. Column 3, lines 16-25. Whatev- rthe scope of 
noblemetalismat Watson teadH^am\^ It would i e inconsistent 

for Watson to support teaching that nickel material acts as a noble metal, if W ?= s mi expressly 
teaches that nickel material is a substrate that requires being covered by a n:i >le metal. As 
sucli, Watson teaches away from being combined with Oshima. More hnporl u:4ly, Watson 
teaohes away from the current invention, because Watson requires the plating , i aerial, which 
in claim 1 is nickel, to be covered by a noble metal, which may be many : ustals except 
nickel, prior to the HVOF spray metal coating. As such, Watson teaches h viy from the 
current process, 

V. Response to Examiner's Comments Regarding Declaration Under 37 * ilfR 1.132 
The inventor's declaration, dated July 25, 2005, provides informal: >n regarding 
experience with the coating process of the current application. The declar:i ion provides 
first-hand information on a species of the current coating process, comprised . >. a nickel sub- 
coat with an HVOF spray metal topcoat 
A. Unexpected Results 

Achart3spresenujdonpage;3orthcdcclaii»tion. Part life duration is sli nmforthrce 
coatings for use in a dynamic wear drilling environment. The coatings an; assented in 
columns; with the first two columns being coatings know to those having ordit 2 y skill in the 
art - nickel chrome, and HVOF spray metal, sprayed directly to a base met- .. The third 
column is a coating of the current process -plain nickel with an HVOF spray n: ;lal topcoat. 
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Nickel chrome is known to one having ordinary skill in the art to be 51 ij e;riorto plain 
nickel as a coating in a dynamic wear environment. To one having ordinary (ill in the art* 
the chart effectively demonstrates that the effect of the current process is far g :■ ater than one 
with ordinary skill in the art would anticipate from the combination of an HV ?. F spray metal 
coating over plain nickel coating (not even nickel chrome). 

B. Commercial Success 

In light of amended claim 1 , when; llie claimed feature in electroplated 1. *Lcrial Uuu h> 
nickel, as presented in the declaration, the commercial success is of the claim* \t feature, The 
declaration, in the last foil paragraph on page 3* discusses the surge in busaK jk created by 
customer experience with parts coated with the current process. It would be in; pjropriateto 
make more specific information about the customers public, since they ar- achieving a 
competitive advantage from using the part. Since the inventor made the deci.J nation he has 
expressed that his demand for the product has continued to grow. 

C. Long Pelt Need 

The declaration presented two problems recognizable by one having o 1. inary skill in 

the art, 

1. Part life is too short and needs to be extended* 

At this point total elimination of serious failure seems unreasonable. T1:.< ^jeclaration, 
starting at the bottom of page 3, provides proof of unsuccessful efforts of emu nne& of the 
inventor. The inventor understands the information to be true, and one having 1 rclinary skill 
in the art would similarly know tbe information is true, and appreciate reaso. j tie costs of 
such efforts. 
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One having ordinary skill in the art understands that each day ofunint ;> rupted service 
obtained from a part equates to substantial operating cost savings, Durabi li 5 of the parts 
made by the current process, as shovm in the declaration, is seen by one with 1: xlinary skill in 
the art as a substantial improvement. 

2- The use of hexavaient chromium is under scrutiny* 

Besides the efforts of the customers to seek durability, awareness of: his hazards of 
chromium has drawn the attention from United States governmental agencies ITie EPA has 
warned of the hazards of hcxavalcnt chromium for a number of years. 1 I' [ir.ro recently, 
OSHA increased control limits on hexavalent chromium due to its recog:: bed incites* 
hazard as a carcinogen. 2 Accordingly the government has been actively seel :i t j 5 alternative 
replacements for hexavalent chromium. This invention is a viable aKern;i: ! ve for many 
applications where other alternatives have not proven adequate, and one with en iinaiy skill in 
the art would appreciate the impact of the invention. As mentioned in the dc 1: aration, both 
private and government efforts have committed substantial time and money .1 successfully 
searching for an effective alternative. This substantial effort would hi known and 
appreciated by one having ordinary skill in the art. As shown in the declarati :i l> the current 
process provides an effective solution. 



I http:/Avww.epa.gov/ttnatwO!/hhft^chi ^mtum.h^ 

hlfr/ywww.Qsl^gov^^ documents tah1e= FEDERAL RKnTSTERAo i± \ &>22. 
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Conclusion 



The cited prior art does not meet the requirements to establish a prima fcciacase for 
obviousness. The prior art is expressly contrary to suggesting or motivating ■ r l3 to modify 
the reference or combine the reference teachings to achieve the current invent as claimed 
iu claim 1. The prior art discusses a sub-coating and teaches treating it like an: ?tal substrate 
that needs to be covered with noble metal. 

though upon reading the disclosure the invention may appear sitnpl.: urf obvious, 
the objective evidence demonstrates that to those with ordinary skill in the u.t it is non- 
obvious and in high demand. 

As amended. Claim 1 should now be suitable for allowance. Since all i; *: remaining 
claims depend fiom Claim 1, all of the remaining claims should also b> suitable for 
allowance. 

The applicants respectfully request reconsideration of the rejection ol i it:se claims, 
and the issuance of a notice of allowance of all pending claims. 
Respectfully submitted, 



July 11,2006 

Law Office of Craig Bohn 

2134 Branard Street 

Houston, Texas 77098 

(713) 874-0607 

(713) 874-0591 Fax 
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